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Claims 1-15 are pending in this application which should be reviewed for errors. 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: 

Compounds, for example, which are heterocyclic or non-heterocyclic. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The claims are deemed to correspond to the species listed above in the following 
manner: 

The following claim(s) are generic: 1 -1 5. 

The species listed above do not relate to a single general inventive concept under PCT 
Rule 13.1 because, under PCT Rule 13.2, the species lack the same or corresponding 
special technical features for the following reasons: Compounds wherein R3, for 
example, is cycloalkylalkenyl are structurally disparate form compounds wherein it is, for 
example, heteroalkylcarbonyl, so that a reference anticipating one would not necessarily 
render the others obvious.. 
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During a telephone conversation with Todero on 38 November 2006 a provisional 
election was made with traverse of the compound of example 20. Affirmation of this 
election must be made by applicant in replying to this office action. All of applicants' 
compounds have been examined therewith. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is hot identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains/ 
Patentability shall not be negatived' by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Warpehoski etal., U.S. 6,962,934, who disclose compounds of formula I useful in 
treating Alzheimer's disease. The compounds of Warpehoski et al. generically overlap 
applicants' compounds. R1 may be R'100 which may be aryl substituted with groups 
overlapping applicants' (s. Col. 3). R5, R6, and R7 may be H, (s. Col. 8, II. 53-55). R4 
may be optionally substituted alkyl. (s. Col. 6, middle). R2 may be aralkyl (s. Col. 5). 
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Warpehoski et al. disclose close compounds, for example, N-[(2S)-3-(3,5- 
difluorophenyl)-2-[[3-[(dipropyla^ 

N-(2-methyl propyl)- L-Valinamide. It would have been prima facie obvious at the time 
the invention was made to one of ordinary skill in the art to start with the teaching of 
Warpehoski et al., to make further generically disclosed compounds, especially in view 
of close compounds already made, and to produce compounds useful in treating 
Alzheimer's disease. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which It is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 13-15 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Applicants' claims claim a method of inhibiting beta-secretase activity, a 
method of treating Alzheimer's disease and a method for preventing, controlling, 
ameliorating or reducing the risk of Alzheimer's disease. Applicants' generic claims 
claim a large number of different compounds. Undue experimentation would be 
required to determine which of applicants' compounds are most useful in treating 
Alzheimer's or the many diseases which could be embraced by inhibiting beta- 
secretase. Beta -secretase is not a disease per se. It is not known how a population 
at risk of developing Alzheimer's would be discerned so it could be prevented. The skill 
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of the art in pharmaceutical art is high, however the treatment and prevention of 
Alzheimer's has proven to be problematic. 

In view of the papers filed 2 October 2006, it has been found that this 
nonprovisional application, as filed, through error and without deceptive intent, 
improperly set forth the inventorship, and accordingly, this application has been 
corrected in compliance with 37 CFR 1 .48(a). The inventorship of this application has 
been changed by the addition of Harold G. Selnick, Ambler, PA as an inventor. 

The application will be forwarded to the Office of Initial Patent Examination 
(OIPE) for issuance of a corrected filing receipt, and correction of Office records to 
reflect the inventorship as corrected. 

No claim is allowed. 

Any inquiry concerning this communication should be directed to Peter G. 
O'Sullivan at telephone number (571)272-0642. 





